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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed 4-5-2006 have been fully considered but they are not 
persuasive. 

1. The applicant's first Terminal Disclaimer was disapproved. A second TD 
(signed by the attorney of record) was sent and is being reviewed. The examiner will 
contact the attorney if there are further problems with this new second TD. It's 
disposition (eg. approved or disapproved) will be finalized in the next Office Action. 

2. The drawing changes are acknowledged by the examiner. Thank you. 

3. The applicant argues that the prior art (Hayes) "...fails to mention a process in 
which the determination of the location of a user equipment is sent over both the control 
plane and a user plane". The examiner disagrees since the applicant has narrowly 
interpreted the claim, which only states: 

". . .communicating first information in association with the determining process on 
a control plane between the user equipment and the communication system; and 
communicating second information in association with the determining process 
on a user plane between the user equipment and the communication system. . ." 
Since the applicant has not explicitly described what the "first and second 
information" can/can't be, the examiner interprets it as virtually anything that is required 
to a) set up the call and b) transmit/receive location data and/or "other data". Please 
note that "call setup" can be included since this is inherently required for the user to 
make a call and send/receive location data (and that the claim does not prohibit this 
interpretation). Therefore, the examiner's broad interpretation of the claims and prior art 
is correct. 

The applicant is invited to amend the claims such that they further narrow the 
scope to distance themselves from the prior art of record so as to fully disclose their 
invention in more detail. 

4. The previous office action is attached for informational purposes. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-8 and 10-30 rejected under 35 U.S.C. 102(b) as being anticipated by 
Hayes US 6,225,944. 

As per claims 1, 15-16, 23, 25 and 28-29, Hayes teaches a method in 
association with a communication system for providing location information (title, 
abstract), the method comprising: 

signaling a request for a connection between user equipment and another party 
AND analyzing the requested connection; detecting whether location information is 
required in association with the requested connection AND activating a process for 
determining information about a location of the user equipment; (C1, L15 to C2, L20 
teaches FCC-mandated E-91 1 which requires an emergency call to be analyzed, a 
user's location to be determined and location information to be transmitted to a PSAP. 
The examiner notes that the voice call will also transfer voice/data from/to and to/from 
the user/PSAP); 

communicating first information in association with the determining process on a 
control plane between the user equipment and the communication system (C4, L3-20 
teaches the MSC functionality being accomplished in a UMTS server and implemented 
in a control plane); and 

communicating second information in association with the determining process 
on a user plane between the user equipment and the communication system (C4, L3-20 
teaches the control plane being separate from the user plane and said user plane 
carrying voice channel communications. Hence "control messages" will be supported 
by the control plane while "voice communications" will be supported by the user plane. 
Furthermore, any call setup/management functions will be supported by the control 



Application/Control Number: 1 0/801 ,640 Page 4 

Art Unit: 2617 

plane while actual voice/data will flow through the user plane - which reads on the 
claim). 

With further regard to claim 15, Hayes teaches a device/system (figures 1-2) 
which execute the algorithm/software shown in figure 3, which reads on "a computer 
program embodied on a computer readable medium, said medium comprising program 
code configured to execute at least one step of an analyzing method for providing 
location information in a communication system, when the program code is run on a 
computer 1 '. 

With further regard to claims 16, 23, 25 and 28, Hayes teaches a 
communications system, a controller and connection means (see figure 1 , which shows 
the system and connection means while figure 2 shows the processor/controller). A 
transceiver is also shown in figure 2, #1 14). For CLAIMS 25/28, a node/gateway can be 
interpreted as the MSC in figure 1 , #140, a router/device in the network, #1 50 and/or the 
PSAP, #160. 

With further regard to claim 29, Hayes teaches a device (figure 2) with 
processor, location means and transceiver. The processor determines if the dialed 
digits pertain to an E-91 1 call, whereby location services are supported via the GPS 
receiver onboard. 

As per claim 2, Hayes teaches claim 1 , wherein the step of communicating first 
information comprises requesting from the user equipment information about the 
location of the user equipment (C1 , 33-38 teaches on-demand positioning from mobile, 
eg. after a request AND L54 to C2, L20 teaches the PSAP receiving the user's location). 

As per claim 3, Hayes teaches claim 2, comprising the step of requesting 
supporting information by sending, in response to receiving said first information in the 
user equipment, second information from the user equipment to the communication 
system on the user plane (C4, L3-20 teaches the user plane supporting voice (or data), 
which reads on second information being sent via user plane. Also see C4, L43-57 
teaches retransmission several times, etc.). 
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As per claim 4, Hayes teaches claim 1, wherein the step of detecting comprises 
detecting by the user equipment that location information is required in association with 
the requested connection (C1 , L15 to C2, L20 teaches E-91 1 which requires user 
location information during an emergency call). 

As per claim 5, Hayes teaches claim 4, wherein the step of detecting is followed 
by a step of requesting supporting information by sending the second information from 
the user equipment to the communication system on the user plane (C1 , L15 to C2, L20 
teaches E-91 1 which requires user location information during an emergency call AND 
C4, L3-20 which teaches sending voice/data over user plane). 

As per claim 6, Hayes teaches claim 1 , comprising further steps of sending to 
the user equipment a request for information supporting determination of location 
information on the control plane in response to detection that the location information is 
required in association with the requested connection (C1 , L15 to C2, L20 teaches E- 
91 1 which requires location data to be sent while C4, L3-20 teaches control plane and 
user plane which support control messages and user voice/data. It is inherent to Hayes' 
system for control messages to be sent, eg. such as request messages. Hence a 
request would be supported via a control plane). 

As per claim 7, Hayes teaches claim 1 , wherein the step of analyzing comprises 
analyzing information associated with routing of the connection (figure 1 , #1 50 shows a 
generic network and Hayes teaches that said network can be a TCP/IP network, see 
C4, L17-20. The examiner notes that TCP/IP networks inherently provide routing of 
data and thus Hayes' system, which uses this protocol, would then inherently support 
analyzing information associated with routing of the connection. Since IP requires 
identifying the sending and receiving endpoints, it "analyzes" where these points are 
located and then determines how best to route the packet thru the network). 
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As per claim 8, Hayes teaches claim 7, wherein the step of analyzing comprises 
verifying if a destination number of the connection satisfies a predefined condition (C1 , 
L15 to C2, L20 teaches identifying if the call is a E-91 1 emergency call, which would be 
a predefined condition). 

As per claim 10, Hayes teaches claim 1 , wherein the step of communicating 
second information comprises communicating assistance data on the user plane (C1, 
L1 5 to C2, L20 teaches supporting sending of E-91 1 data between user and PSAP 
while C4, L3-20 teaches support for control/user planes. Hence any/all user data 
pertaining to the E-91 1 call would inherently be sent via the user plane). 

As per claim 11, Hayes teaches claim 10, wherein the step of communicating 
second information further comprises communicating a request for assistance data on 
the user plane (C4, L3-20 teaches the user plane supporting voice/data traffic, hence 
one skilled understands that the location program will send/receive data via the user 
plane channel). 

As per claim 12, Hayes teaches claim 1 , wherein the step of detecting comprises 
detecting that the connection is for an emergency call (C1 , L15 to C2, L20). 

As per claim 13, Hayes teaches claim 1 , wherein the step of communicating 
second information comprises communicating Global Positioning System assistance 
data (C1 , L38-65 teaches GPS and other positioning methods). 

As per claim 14, Hayes teaches claim 1 , comprising a further step of detecting 
that the user equipment supports a satellite based positioning system (C1 , L54-65 
teaches GPS positioning which is satellite-based). 

As per claim 17, Hayes teaches claim 16, wherein the controller is provided in 
the user equipment (figure 2, processor #1 12). 
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As per claim 18, Hayes teaches claim 16, wherein the controller is provided in 
association with a location service entity connected to the communication system (figure 
2 shows processor connected to GPS receiver and figure 1 shows device connecting to 
a PSAP). 

As per claim 19, Hayes teaches claim 16, wherein said second information 
comprises supporting information for the location determining process (C1 , L15 to C2, 
L20 teaches location data flowing between the user and PSAP). 

As per claim 20, Hayes teaches claim 16, wherein the controller is configured to 
detect if the connection is for an emergency call (C1 , L15 to C2, L20 teaches identifying 
an emergency call per E-91 1 ). 

As per claim 21, Hayes teaches claim 16, comprising a first location service 
entity configured for control plane communications and a second location service entity 
configured for user plane communications (C4, L3-20 teaches control plane, which 
supports control messages while the user plane supports voice/data. Hence the control 
plane would support E-91 1 location control messages while the user plane would 
support the location voice/data). 

As per claim 22, Hayes teaches claim 16, comprising a location service entity 
configured for user and control plane communications (C4, L3-20 teaches support for 
control/user planes and Hayes teaches E-91 1 location services, hence the control/user 
planes would support location services). 

As per claim 24, Hayes teaches claim 23, wherein the user equipment is 
configured to detect if location information is required in association with a connection 
(C1 , L15 to C2, L20 teaches E-91 1 and location services). 

As per claim 26, Hayes teaches claim 25, wherein the controller node comprises 
a location service server connected to the communication system (figure 1 , PSAP). 
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As per claim 27, Hayes teaches claim 25, wherein the controller node comprises 
a gateway (the MSC provides a gateway to the network, #1 50 in figure 1 ). 

As per claim 30, Hayes teaches claim 29, wherein the user equipment is 
configured to detect if location information is required in association with a connection 
(figure 3 and C1 , L15 to C2, L20). 

Allowable Subject Matter 

Claim 9 objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

The prior art, alone or in combination, does not disclose the "further steps of 
determining the location of the user equipment by the user equipment and 
communicating information about the determined location from the user equipment on 
the control plane". , 
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Conclusion 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen M. D'Agosta whose telephone number is 571- 
272-7862. The examiner can normally be reached on M-F, 8am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bill Trost can be reached on 571-272-7872. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




